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» The MAILING DATE of this communication appears on the cover sheet with the c rrespondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply v^thin the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication{s) filed on 25 September 2003 . 
2a)S This action Is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 1^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) M Claim(s)6i/3 is/are allowed. 

6) S Claim(s) 1,3-5,14 and 17-20 is/are rejected. 

7) 13 Claim(s) 2 and 15 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)[3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. §§119 and 120 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) pr (f). 
a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country^ more than one year prior to the date of application for patent in the United States, 

Claims 1, 4, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Cairns et al (US 
4,427.721). Cairns teaches a coated steel substrate for a use on surfaces which are exposed to 
hydrocarbon-containing environments. The coating comprises a first oxide coating, a coating of cerium 
oxide, and a platinum coating carrier by alumina. 

Regarding claim 4, the barrier layer may be ceria or silica. 

Regarding claim 5, Cairns teaches the use of stainless steel (col. 6, lines 32-33). 

Claim Rejections - 35 USC S 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3, 4, 5, and 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cairns 
et al (US 4,427,721) in view of Thomson et al (US 5,899,678). Cairns teaches coating a steel substrate as 
discussed above, but does not give a specific thickness of the coating layers and does not teach alternative 
methods of deposition of the coatings. Cairns does teach controlling the coating thickness to less than 1 
micron. 
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Regarding claims 3, 16, and 19, absent a showing of unexpected results, it would have been 
obvious to one having ordinary skill in that art at the time of the invention was made to deposit the 
coating with a thickness sufficient to prevent carbonaceous deposits of the steel surface, since it had 
been held that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skiU in the art (In rcAllcr, 105 USPQ 233). 
Furthermore it would have been obvious to one of ordinary skill in the art at the time of the invention to 
have selected the overlapping portion of the ranges disclosed by the reference because overlapping ranges 
have been held to be a prima facie case of obviousness, In re Malagari, 182 USPQ 549. The overlapping 
range is considered all values less than 1 micron. 

Regarding the method claims, Thomson teaches a catalyst for use in an exhaust system wherein 
the catalyst includes platinum and ceramic, and furthermore where the hydrocarbon has a temperature 
less than 345 degrees Celsius. As it is taught by Thomson that a hydrocarbon fuel that is exposed to a 
platinum and ceramic catalyst reacts at temperatures loyer than 345 degrees Celsius, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to use the catalyst system of Cairns 
in conjunction with the hydrocarbon fuel as exemplified by Thomson with a reasonable expectation of 
success in preventing carbonaceous deposits. 

Regarding claim 20, Cairns teaches that the coated steel substrate may be used in hydrocarbon 
containing environments, such as chemical plants, nuclear reactors, and exhaust systems. It would have 
been obvious to one of ordinary skill the art at the time of the invention to use the coating system of 
Cairns in a hydrocarbon containing environment such as turbine engine systems with a reasonable 
expectation for success, as the compositions (such as alumina and platinum) used in Cairns are known to 
be useful in these types of environments. 

Claims 14 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cairns et al (US 
4,096,095) in view of Thomson et al (US 5,899,678). Cairns teaches a catalyst coating on an alloy 
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substrate for use in the treatment of vehicle exhaust gases. The coating comprises a first coating of 
alumina and chromia, and a second coating of alumina and platinum. Cairns does not specify the 
temperature of the fluid to which the substrate may be exposed. Thomson teaches a catalyst for use in an 
exhaust system wherein the catalyst includes platinum and ceramic, and furthermore where the 
hydrocarbon has a temperature less than 345 degrees Celsius. As it is taught by Thomson that a 
hydrocarbon fuel that is exposed to a platinum and ceramic catalyst reacts at temperatures lower than 
345 degrees Celsius, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the catalyst system of Cairns in conjunction v^th the hydrocarbon fuel as exemplified by 
Thomson v^th a reasonable expectation of success in preventing carbonaceous deposits. 

Claims 1, 4, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Coupland et al 
(EP 0471505 A2). Please refer to the previous office action for the specifics of the rejection. 

Claims 1, 4, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Rigney et al (US 
6,455,167). Please refer to the previous office action for the specifics of the rejection. 

Allowable Subject Matter 

Claims 6-13 are allowed. 

Claims 2 and 15 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

Response to Arguments 
AppUcant's arguments filed September 25, 2003 have been fuUy considered but they are not 
persuasive. Applicant's amendments and arguments over Cairns, Coupland, and Rigney with regard to 
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claim 1 are not considered persuasive. The amendments to claim 1 are considered intended use. The 
claim is to an article and not to the process of using the article. The intended use is not considered to 
give structural definition over the articles of the prior art. Furthermore, the articles of the prior art 
would be fuUy expected to perform in a manner suggested by the instant claims in an identical setting. 

Applicant's amendment to include the limitation "consisting essentially of platinum" is 
considered to overcome the prior art. The prior art of record does not teach or provide motivation for 
this embodiment. The prior art teaches platinum in combination vsdth ceramic materials. 

Applicant's amendments and arguments have overcome the rejections the remaining (claims 
other than those rejected above) claims over Coupland '505 and Rigney '167. Specifically, Coupland 
teaches a thickness of the platinum layer should be at least 90 microns (page 3, line 29), while that of the 
instant claims is significantly lower. Coupland does not provide teaching or motivation to provide a 
layer at the lower thickness. Rigney does not teach or provide motivation for an outer layer "consisting 
essentially of platinum". 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period wiU expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) wiU be calculated from the mailing 
date of the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jennifer C McNeil vvhose telephone number is 703'305'0553. The examiner can 
normally be reached on 9AM-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Deborah Jones can be reached on 703'308'3822, The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is 703-308-0661. 




JCM 

November 27, 2003 



